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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. 
Since this application is eligible for continued examination under 37 CFR 1.114, 
and the fee set forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the 
previous Office action has been withdrawn pursuant to 37 CFR 1 .1 14. 
Applicant's submission filed on April 1 1 , 2008 has been entered. 

2. Claims 1-2, 4-8, 10-16, 18-31 are pending. 

Claims 15-16 and 18-29 are withdrawn for being drawn to non-elected 
inventions. 

Claims 1-2, 4-8, 10-14 and 30-31 are examined on the merits. 

3. The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office action. 

4. The rejections and objection that are not recited in this action are 
considered to be withdrawn. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

5. Claims 1-2, 4-8, 10-14 and 30 remain and claim 31 is rejected under 35 
U.S.C. 103(a) as being unpatentable over Frame et al. (2002, Plant Physiology 
1 29:1 3-22) in view of Zhao et al. (2001 , Molecular Breeding 8:323-333) and Hiei 
et al. (US Patent No. 6,329,571), for the reasons of record stated in the Office 
action mailed December 1 1 , 2007. Applicants traverse in the paper filed April 1 1 , 
2008. Applicants' arguments have been fully considered but were not found 
persuasive. 

First, regarding claim 31, as discussed previously, the recitation " about 30 
°C" or "about 27 °C" encompasses 28 °C, therefore, the method with the dual 
selection temperatures as claimed is indistinguishable to the method with the 
selection temperature at 28 °C as taught by Frame et al. in view of Zhao et al. 
The prolonged selection time is regarded as optimization of process parameters 
which would not confer patentable distinction to the claimed invention. 

Applicants argue that Hiei only teaches a selection temperature for rice, 
not maize, and that maize and rice have different genetic architecture and 
physiological mechanism and thus behave differently to environmental influences 
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such that there would be no expectation of success with respect to maize 
(response, page 8, 2 nd paragraph). However, rice genome contains similar 
number of genes with higher gene density compared with maize genome. 
Further, rice has been regarded as a model system for cereals including maize. 
Therefore it would have been obvious for a person with ordinary skill in the art to 
test 30 °C as selection temperature as taught by Hiei et al. in maize 
transformation using the same explant, i.e. immature embryos. 

Applicants further argue that at the time of filing, selection temperature 
was not regarded as an important parameter for investigation in studies of 
transformation efficiency and that the increase in transformation frequency upon 
selection at higher temperature is conceded to be unexpected (response, page 9, 
paragraphs 2-3). 

The Office contends that the increase of transformation efficiency upon 
selection at higher temperature is not considered to be unexpected since as 
indicated in Table 3, out of 5 experimentations, only two of them show an 
increase in transformation frequency (note that experiment 4921 is a failure and 
should be excluded from the calculation). Therefore, the increase is not 
unexpected for such temperature optimization process. 

Conclusion 



No claim is allowed. 
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All claims are drawn to the same invention claimed in the application prior 
to the entry of the submission under 37 CFR 1 .114 and could have been finally 
rejected on the grounds and art of record in the next Office action if they had 
been entered in the application prior to entry under 37 CFR 1.114. Accordingly, 
THIS ACTION IS MADE FINAL even though it is a first action after the filing of a 
request for continued examination and the submission under 37 CFR 1 .1 14. See 
MPEP § 706.07(b). Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Li Zheng whose telephone number is 571- 
272-8031 . The examiner can normally be reached on Monday through Friday 
9:00 AM - 5:30 PM EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Anne Marie Grunberg can be reached on 571-272-0975. 
The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



/Elizabeth F. McElwain/ 
Primary Examiner, Art Unit 1638 



